From: CMillard@oh.hra.com [mailto:CMillard@oh.hra.com]
Sent: Wednesday, May 03, 2006 1:44 PM

To: AB93Comments

Subject: Comments on Continuing Application Practice

Dear Mr. Bahr --

Attached are the comments of Honda R&D Americas, Inc. on the proposed rule
changes for continuing applications and applications containing patentably
indistinct claims.

We appreciate the opportunity to make comments and hope that the USPTO wiill
find them useful. Do not hesitate to contact me if you have any questions,
comments or concerns or if you are unable to access the attachment.

Christen Millard

Principal Counsel, Legal Department
Honda R & D Americas

(937) 309-9964






clarification to the rule to more specifically state what the USPTO wants the applicants to
do.

But more problematic is the rule as a whole. If an applicant is a small enough
entity which is in the US only, it may use only one in-house counsel and one outside
counsel, who can easily keep track of the applications as they are filed and be able to
determine when applications are filed with an inventor in common. The addition of
another outside counsel and/or in-house counsel makes this process cumbersome. While
the USPTO indicates that it is easier for the applicant to keep track of these matters, it
may in fact be easier for the USPTO to keep track of these matters. In the hypothetical
above, in the database created by Big, there is one inventor whose name may be listed in
one place in Roman characters, in another place in Japanese characters, and in a third
place as Cyrillic characters, as those are the languages in which the data would be input.
Even assuming that there is a database that covers all three of those areas, it would not be
immediately apparent to any of the three Big offices from which US applications are filed
that the inventor's name is the same as that in the other applications filed. In the USPTO
database, the inventor would (or at least should) be listed the same way in each
application in Roman characters. The USPTO database is designed to perform such a
function, while those owned by corporations likely are not. Since the varying
applications would likely be filed through different US counsel, and since the actual US
filing date (rather than the priority date) from the Russian and Japanese cases are
substantially different from the April 1 filing date of the original US application, this rule
will create a large administrative burden. The USPTO is likely in the best position to
make this determination, rather than the applicant.

We appreciate that the USPTO desires to reduce the number of applications that
contain patentably indistinct claims. We appreciate that the applicants may have some
knowledge that the USPTO does not have. However, the USPTO's expectation that
applicants of any size will be able to easily provide the information required under
subsection (f)(1) is unrealistic. The administrative burden for any multinational
corporation, and likely for any corporation with multiple counsel in multiple locations,
will vastly exceed any benefit the USPTO will receive from doing such cross-referencing.

IV.  The Rulemaking by the USPTO Violates the Statutory Grant under Chapter 35
Of The United States Code

An applicant is entitled to a patent unless certain conditions are met under 35
USC §102 et seq. Only if the invention does not meet one of the limitations for
patentability listed in the code, most typically under §§102, 103, and 112, can the USPTO
reject the application.
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A. The USPTO Cannot Shift the Burden to the Applicant to Prove
Patentability

The proposed provisions under 37 CFR §1.78(f)(2) impermissibly shift the burden
of proof to the applicant. These provisions indicate that if the applicant files an
application with a correct inventorship, under certain circumstances, the applicant must
show the claims are patentably distinct from its own application without the USPTO
making any prima facie case that the claims are not patentably distinct. This violates the
burden of proof and spirit of the rule that the applicant is entitled to a patent unless the
USPTO makes a prima facie showing that the applicant must rebut. Simply filing an
application with a correct inventorship listed should not be considered a prima facie case
of patentably indistinct claims. Accordingly, subsection (f)(2) is in violation of law and
must be deleted.

B. The USPTO Cannot Make A Rule in Contravention of 35 USC §120
The United States Code, section 120, provides, in relevant part, that

An application for patent for an invention . . . which is filed by an inventor
or inventors named in the previously filed application shall have the same
effect, as to invention, as though filed on the date of the prior application,
if filed before . . . termination of proceedings on the first application or on
an application similarly entitled to the benefit of the filing date of the first
application and if it contains or is amended to contain a specific reference
to the earlier filed application.

This provision indicates that a continuing application that is filed shall have the
same effect as the earlier-filed application, as long as the continuing application is
amended to contain a reference to the earlier application. This provision also clearly
contemplates that the same rules should apply to a second continuing application, the
specific language being "termination of proceedings on the first application or on an
application similarly entitled to the benefit of the filing date of the first application”. The
statutory language specifically contemplates the filing of not only first continuations but
of continuations subsequent to that, on the basis solely of containing a reference to the
earlier application. Requiring a special showing to allow such a second continuing
application is in contravention of the letter and the spirit of 35 USC §120. Accordingly,
the proposed addition of §1.114(f) should be deleted, and the provisions limiting
continuing applications only to those circumstances where the Director deems it proper
throughout §1.78 should be deleted.

VI.  Conclusion
While we recognize that the USPTO is in a difficult position with respect to its

current backlog, the present modifications will not reduce the backlog and instead will
create additional paperwork for the USPTO and applicants that will further exacerbate the
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current backlog. We want to assist the USPTO in reducing its backlog, rather than
increasing it. We believe these rules will not have the desired effects, as stated above,
and request that the USPTO modify these rules to comply with the US Code and to adopt
provisions that will serve to in fact reduce the backlog.

Thank you for your kind attention.

Sincerely,
7
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Christen Millard
Principal Counsel, Honda R&D Americas, Inc.
Registration No. 41197

Principal Counsel, Honda R&D Americas, Inc.
Registration No. 40597

2

Hsin-Wei Luang

Douglas Perin
Principal Counsel, Honda R&D Americas, Inc.
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